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The Anatomy of a Conflict 

Introduction 

Evolving technology, new legislation and trends injudicial thinking have contributed to 
changes in the area of trademark protection and policy with threads of First Amendment concerns 
woven throughout The thesis of this paper is that developments in trademark protection have 
created a legal environment in which the rights of trademark owners are valued over First 
Amendment rights of free speech. In order to discern how First Amendment issues arise in relation 
to trademarks, it is necessary to understand the commercial function of a trademark and the two 
major theories for protection of trademarks, namely: 1) trademark protection against infringement 
under Section 43(a) of the Lanham Act, 1 and 2) trademark protection based on the federal dilution 
law as set forth in Section 43(c) of the Lanham Act. 2 



How a Trademark Functions 

Trademarks are a form of commercial expression, hence, the Federal government’s ri ght 
to regulate trademarks arises under the Commerce Clause of the U.S. Constitution. The 
commercial process of producing, advertising and selling branded goods to meet consumer needs 
(or perceived needs) is the contextual background for this analysis of how trademarks represent. 

Beginning in the early 1900’s, the courts recognized that trademarks function as symbols 
that convey information regarding sources or origin of a product and its quality. Consistent with 
this concept, the Trademark Act of 1946 (the Lanham Act) provided the following legal 
definition of a trademark: 

The term ‘trademark’ includes any word, name, symbol, or device, or any 
combination thereof — 

(1) used by a person, or 

(2) which a person has a bona fide intention to use in commerce and applies to 
register on the principal register established by this Act, 

to identify and distinguish his or her goods, including a unique product, from those 
manufactured or sold by others and to indicate the source of the goods, even if that 
source is unknown. 3 
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1 Trademark Act of 1946, 15U.S.C. §§ 1051-1127, 1127. 

2 Trademark Act of 1946, 15 U.S.C. § 1 125 (c)(1) (as amended). 

3 15 U.S.C.§§ 1051-1127, 1127. 
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Trademarks can thus be seen to represent the physical and functional “aboutness” of a 
product, including: 1) the product characteristics or features, 2) the quality, and the 3) source . 
(manufacturer or retailer). Many modem marks represent “hugely informative data clusters” 
with regard to the attributes of goods. 4 

In his Harvard Law Review article in 1948, the marketing scholar, Ralph Brown, referred 
to this as the “informative function of trade symbols.” He noted that this informative role of 
trademarks rarely exists independently of advertising. 5 The consumer experiences a trademark 
in the context of advertising, and the meaning of the trademark to the consumer is shaped by the 
advertising. Trademarks, thus, serve as identifiers for advertising and a trademark can be seen to 
represent present and past advertising messages. 

Trademarks also represent psychological or emotional meaning associated with a 
product. Justice Frankfurter eloquently referred to this level of meaning and the communication 
role of trademarks in the Supreme Court opinion he wrote for Mishawaka Rubber & Woolen 
Mfg. Co. v. S.S. Kresge Co. in 1942: 

The protection of trade-marks is the law’s recognition of the psychological 
function of symbols. . . A trade-mark is a merchandising short-cut which induces a 
purchaser to select what he wants, or what he has been led to believe he wants. 

The owner of a mark exploits this human propensity by making every effort to 
impregnate the atmosphere of the market with the drawing power of a congenial 
symbol. Whatever the means employed, the aim is the same — to convey through 
the mark , in the minds of potential customers, the desirability of the commodity 
upon which it appears. . . If another poaches upon the commercial magnetism of the 
symbol he has created, the owner can obtain legal redress, (emphasis added) 6 



4 Jerre B. Swann, Sr., David A. Aaker and Matt Reback, ‘Trademarks and Marketing,” Trademark Reporter 91 
(July/August 2001): 787-832, 796. 

5 Ralph S. Brown, Jr., “Advertising and the Public Interest: Legal Protection of Trade Symbols,” Yale Law Journal 
108(1948): 1165 -1215, 1187. 

6 Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co ., 316 U.S. 203, 205 (1942). 



Trademarks and the First Amendment:. 

The Anatomy of a Conflict 

The consumer shares a psychological association with the trademark so that it becomes 
an old friend with its own personality. Emotional attachments with the trademark lead to use 
experiences that have a high level of richness and depth. The psychological meaning that a 
trademark represents is reinforced through advertising. 

However, if a trademark is limited to representing only a data cluster of product 
information plus psychological meaning, the trademark owner may find itself still struggling for 
commercial success in the current environment of merchandising and multi- faceted use of 
trademarks. Aggressive marketing strategists seek to create expanded meanings for their 
trademarks. This has led to the emergence of a new role of trademarks as a promise of a “self- 
expressive” or “transformative” experience. Consumers can enjoy a heightened sense of success 
by owning the product, can become a rebel or become more elegant, adventuresome or efficient. 
They can experience a change in their professional, social and personal personas because of their 
association with the trademark. For example, a MONTBLANC pen at a business meeting 
allows the user to experience feelings of success and confidence. The latest model of NIKE 
shoes instills a “hipness” in the teenager wearing the shoes on the street or in school. Driving a 
LEXUS automobile transforms the driver into a person with superiority and authority that may 
be decidedly different from the person they were before. Consumers may even buy a product 
purely for the prestige or status it confers with no interest in performance. For example, owners 
of KITCHEN AID stand mixers in designer colors purchase the models for status accents in their 
kitchens, but rarely use them as evidenced by the lack of consumer inquiries or service calls for 
such products. The strongest trademarks are those that represent functional, emotional and self- 
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expressive (or transformative) elements. 7 Consumers are more likely to purchase a product 
bearing a. trademark that will meet multiple needs. 

Robert N. Klieger asserts that most advertising is persuasive rather than informatio nal 
because marketers are seeking to create a set of intangible set of desirable associations that will 
foster return purchases and consumer loyalty. 8 A trademark performs a powerful new role when 
it can prompt consumers to achieve consumer realization of a self-expressive or transformational 
value from their association with the trademark. For “superbrands” this can become so 
important that the value of a trademark can exist independently of any specific product or 
service. It represents an entity of its own that communicates a desirable bundle of possibilities 
for consumers. The individual who purchases a lunchbox bearing the COCA COLA trademark or 
silk boxer shorts with the COCA COLA logo or a mouse pad with the COCA COLA arctic bear 
is making a consumer decision to buy the item for emotional or self-expressive reasons since the 
attributes of the beverage are irrelevant. 

The commercial product transaction process is shown in Figure 1 below. 



7 Swann, 797. 

8 Robert N. Klieger, Trademark Dilution: The Whittling Away of the Rational Basis for Trademark Protection, 
University of Pittsburgh Law Review 58 (1997): 789-866, 856-857. 
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Figure 1 

Commercial Product Transaction Process 
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Where the relationship between trademark and consumer is extremely strong, the process 
skips the purchase activity and decision-making step as the consumer makes a purchase based 
strictly on the “Trademark Manifest.” If the persuasive role is sufficiently strong, a consumer 
may buy a product for fashion, prestige or status that may not meet functional needs. An 
example is designer shoes that can barely be worn because they are so uncomfortable. In the 
reverse, a consumer may buy a product that provides far more functional needs than required, 
such as purchasing a JOHN DEERE riding Iawnmower for a tiny lawn. 
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A trademark also represents a financial asset for a company. It can be valued on a capital 
assets sheet, can be subject to taxes and can be bought and sold. Well-known, famous 
trademarks are worth billions of dollars. 

A company may choose to change the way in which its trademark represents the physical 
and cognitive meanings by introducing a new slogan, hiring a new spokesperson or using music 
and visual imagery. The amount of money spent on advertising and types of media used can 
dramatically affect whether the meaning of a trademark is broadly communicated and 
understood. (Formal valuations of trademark assets for various business purposes include how 
much is spent on advertising as part of their formula.) If the trademark owner cuts its advertising 
budget, consumers may begin to be less clear on the meaning of a trademark and previous 
advertising messages may fade. 

Contextual Factors Influencing the Interpretation of the Meaning of Trademarks 

Numerous societal, legal, institutional and corporate factors impact the interpretation of 
the meaning of trademarks. They may be initiated and controlled by the trademark owner itself 
or may be thrust on the trademark by external circumstances. External circumstances may 
include unforeseen events that are favorable (the 1987 spontaneous soaking of Superbowl Coach 
Bill Parcells with GATORADE drink that resulted in a windfall of promotional goodwill and a 
tradition for winning teams) 9 or unfavorable (the tampering with Tylenol drug bottles in 1982 
that required Johnson & Johnson to engage in a large-scale nationwide recall and a dedicated 



9 See Sam Jaffe, “Do Pepsi and Gatorade Mix?,” Business Week Online (August 14, 2001); par. 3; available from 
http://www.businessweeLcom:/print/bwdaily/dnflash/aug. . ,/nf2000 108 14_156.htm; Internet, accessed 25 October 
2001; Bob Molinaro, “Gatorade Shower Leaves Some With Sour Taste,” Pilot Online Sports (January 19, 2001); 
par. 1; available from httD://mvw.Dilotonline.com/sDons/sDO 1 lOmol.thml: Internet; accessed 25 October 2001. 
Richard Linde, “Think Gatorade ” (2001); par. 23; available from 
htto:/Av\vw.4malamute.com/Think Gatorade.htmk Internet; accessed 25 October 2001. 
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effort to rebuild consumer confidence .) 10 The public’s whole-scale adoption of a trademark as 
an everyday descriptive term could fall in this category of external circumstances. A politician 
or public interest group could also use a trademark that would be an external circumstance 
influencing the owner’s ability to control its valuable “Trademark Manifest.” An example would 
be use of the term “STAR WARS” by public interest groups in television ads regarding the 
Reagan administration’s missile defense system. 

Another major group of external circumstances are the expressions of free speech that 
occur through parody of trademarks or their corporate owners, comparative advertising, media 
usage, news reports. To the extent any of these expressions of free speech are uncontrolled by 
the trademark owner and present a threat to its Trademark Manifest, the owner will utilize the 
panoply of legal means available to silence the speech. Make no mistake, in the present 
commercialized culture where trademarks represent the lifeblood of major corporations and 
millions of dollars are invested in developing Trademark Manifests, powerful owners will 
aggressively avail themselves of all legal remedies to maintain the integrity of such Trademark 
Manifests with disregard for broader issues of free speech and public policy. Several new 
trademark laws have been enacted that provide new enforcement options for the trademark 
owners and raise questions regarding whether First Amendment freedoms of speech will become 
sacrificial lambs in the name of trademark protection. The remainder of this paper will explore 
areas in which the protection of trademarks and Trademark Manifests are on a collision course 
with First Amendment freedom of speech. 

10 See Jennifer Hogue, “Johnson & Johnson’s Tylenol,” (Spring 2001); par. 3; available from 
http://iml.iou.ufl.edu/proiects/SDring01/Hogue/tvlenol.html: Internet; accessed 25 October 2001; Tamara Kaplan, 
“The Tylenol Crisis: How Effective Public Relations Saved Johnson & Johnson,” The Pennsylvania State 
University (1998); par. 45; available from http:/Avww.personaLpsu.edu/users/w/x/wxkll6/tvlenol/c risis.html; 
Internet; accessed 25 October 2001. 
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Emergence of the Property-Based Trademark 

The scope of trademark protection has been expanding during the past twenty years. A 
Duke University law professor states that the Patent and Trademark office has been on a “binge 
of protectionism” most recently during the Clinton years. 1 1 One key area is the development of 
a property right in trademarks in contrast to the previous strict legal focus on protection against 
consumer deception. (The property theory is an integral part of the Dilution Act of 1995.) This 
trend is apparent in the broad licensing of trademarks as merchandising commodities. 
Commentators feel that this raises a wide range of legal and social risks in addition to the risk to 
First Amendment values. These include: 1) lost opportunities for important political and social 
commentary and works of are, 2) higher prices (when we protect the design of products as 
trademarks, we prevent competition in the sale of those products and the price goes up), 3) 
impact on language and culture when we cannot use familiar words to discuss, or make fun of, or 
criticize the products and companies that are the basis of our economy, 4) higher costs due to 
trademark licensing, and 5) reduction in certainty, making trademark searching and clearance 
more diffic ult and leading to more litigation. 

There is a fundamental difference in applying the trademark laws to prevent consumer 
confusion and applying the trademark laws to prevent diminishment in the value of the 
trademark owner’s property. The trend in the law (including the introduction of the Dilution Act 
of 1995) indicates that the latter approach has now been adopted and imperils First Amendment 
values. 



11 James Boyle, “The Constitution Under Clinton: A Critical Assessment: The First Amendment and Cyberspace: 
The Clinton Years,” Law and Contemporary Problems 63 (2000): 337. 
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Trademark Dilution Law: Overprotection of Trademarks and Underprotection of Free Speech 
The lessening of free speech is one way in which society’s interests are harmed by 
overprotecting intellectual property. A chill on free speech in the public domain results in less 
creativity and exchange of ideas. A line of cases has demonstrated that the courts have been 
liberal in privileging the property rights of trademark owners over individual rights of 
expression. They have failed to “balance the constitutionally protected rights in property with the 
constitutionally protected right of freedom to individual expression.” 12 This section will provide 
background information on the Federal Trademark Dilution Act and then explore the cases that 
afford trademark property rights greater protection than First Amendment rights. 
a. Federal Trademark Dilution Act of 1995 

The traditional theory of trademark enforcement is based on the notion that relief should 
be granted to those injured by trademark infringement solely on the basis of sufficient evidence 
that consumers are likely to experience confusion. This theory is codified in a section of the 
Trademark Act of 1946 (the Lanham Act), commonly referred to as “Section 43 (a).” The 
provisions of this section entitle a trademark owner to recover against use in co mme rce of 
trademarks that are “likely to cause confusion, or to cause mistake, or to deceive as to the 
affiliation, connection, or association...” 13 

The established body of trademark law was significantly expanded in 1995, with the 
enactment of the Federal Trademark Dilution Act, a statute which introduced the Federal remedy 
of trademark dilution. Pursuant to this Act, trademark owners are entitled to redress against 
“another person’s commercial use in commerce of a mark or trade name, if such use begins after 



12 Keith Aoki, “Using Law and Identity to Script Cultural Production: How the World Dreams Itself to be 
American: Reflections on the Relationship Between the Expanding Scope of Trademark Protection and Free Speech 
Norms,” Loyola of Los Angeles Entertainment Law Journal 17(1 997) 523-547, 536. 

13 15U.S.C. § 1125 (a). 
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the mark becomes famous and causes dilution of the distinctive quality of the famous mark.” 14 
The statute lists eight factors for consideration in determining whether a trademark is “distinctive 
and famous.” 15 A company engaged in selecting and adopting new trademarks must now be 
wary of trademark dilution claims from third parties who need only convince a court that their 
trademarks qualify as famous and distinctive and that they have suffered loss due to the other 
company’s use in commerce of a mark that “causes dilution of the distinctive quality of the 
famous mark.” 16 

The innovative theory of trademark dilution was not a new concept in the 1990s. It was 
launched in 1927 by Frank Schechter, a New York trademark attorney, in his seminal Harvard 
Law Review article, “The Rational Basis of Trademark Protection.” 17 Schechter argued that 
trademarks meeting the standard of distinctiveness or uniqueness (he described them as “coined 
or fanciful”) should receive broader protection than that offered by traditional trademark law 
which is governed by principles of consumer confusion and based upon a showing of likelihood 
of confusion. 18 His trademark dilution theory was concerned only with the loss of a trademark’s 
distinctiveness irrespective of likelihood of confusion, and the trademark owner was entitled to 
stop damaging uses on unrelated and noncompeting goods. This concept was adopted by the 



14 15U.S.C. § 1125(c)(1). 

15 These include: 

(A) the degree of inherent or acquired distinctiveness of the mark, 

(B) the duration and extent of use of the mark in connection with the goods or services with which the 
mark is used, 

(C) the duration and extent of advertising and publicity of the mark, 

(D) the geographical extent of the trading area in which the mark is used, 

(E) the channels of trade for the goods or services with which the mark is used, 

(F) the degree of recognition of the mark in the trading areas and channels of trade of the mark’s owners 
and the person against whom the injunction is sought, 

(G) the nature and extent of the use of the same or similar marks by third parties, and 

(H) the existence of a registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on 
the principal register. Ibid. 

16 1 5 U.S.C.A. § 1125(c). 

17 Frank I. Schechter, “Rational Basis of Trademark Protection,” 40 Harvard Law Review 813 (1927). 

18 Trade-Mark Act of February 20, 1905, as amended by the Acts of January 8, 1913 and March 19, 1920. 33 
Statutes at Large (1905), 15 U.S.C.A. § 85 (1927). 
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courts and developed through common law. It was eventually codified into various state statutes, 
finally gaining national prominence with adoption of the Federal DilutioaAct of 1995. 

Trademark dilution can be viewed as a phenomenon that is closely connected with brand 
equity. A broad definition of brand equity is “ a set of brand assets and liabilities linked to a 
brand, its name and symbol, that add to or subtract from the value provided by a product or 
service to a firm and/or to that firm’s customers.” 19 So trademark dilution can be interpreted 
economically as a “reduction in brand equity.” 

There are sharp differences between Section 43(a) and the new Federal trademark dilution 
law, incl uding fundamental differences in underlying public policy. The law of Section 43(a) is 
based on the need to protect the trademark owner’s rights in the goodwill in its trademarks and 
the equally important right of the public to be protected against confusion, deception and 
mistake. In contrast, the Trademark Dilution Act serves to protect the distinctiveness of a 
famous mark against dilution (diminution in the mark’s reputation through blurring or 
tamishment of the mark) regardless of any showing of likelihood of confusion. A trademark 
owner could thus prevail in a pure dilution claim that would result in no discemable public 
benefit. 

In the course of the past seven years since Congress passed the Federal Trademark Dilution 
Act, the new law has remained highly controversial as trademark owners, trademark lawyers and 
the judiciary have struggled to integrate the concept of trademark dilution into the body of 
existing trademark law. The courts in various Federal jurisdictions have interpreted the law 



ERIC 



19 Alexander F. Simonson, “How and When Do Trademarks Dilute: A Behavioral Framework to Judge ‘Likelihood 
of Confusion,’” Trademark Reporter 83 (1993): 149-162, 151; quoting David A. Aaker, Managing Brand Equity 
(1991), 15. 
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inconsistently with regard to whether a mark is famous and distinctive and whether the injured 
party has sufficiently demonstrated a blurring or tamishment of trademark rights . 20 

The trademark commentator, Jerry Gilson, and his co-author, Anne Gilson LaLonde, 
emphasizes in their trademark treatise that the “distinctiveness” element must be proven to 
succeed in a famous mark to claim dilution . 21 It is the distinctiveness element that is damaged by 
blurring (“whittling away” of rights) or tamishment (diminution of the value of the mark or loss 
of business reputation through negative or inferior usage). 

This troubles First Amendment proponents who see chilling effects on speech resulting 
from the treatment of trademarks as products rather than information sources and the 
discretionary interpretations of “famous marks.” They believe that dilution legislation reduces 
the free exchange of ideas and information that can occur through parody and criticism of 
famous companies. On the other hand, the trademark community espouses the view that famous 
marks are “fragile assets that are susceptible to irreversible injury from promiscuous use.” 

The dilution theory assumes a trademark is property or “information as thing” rather than 
an “information and communication source” for consumers. As noted earlier in this paper, the 
traditional purpose served by trademark laws in preventing consumer deception with regard to 
source or origin is subservient to the goal of protecting the trademark owner’s valuable asset. 

In addressing a potential violation of the dilution law, the emphasis is currently on 
analysing dilution of the brand’s meaning with regard to product and source (the “data cluster” 



20 For example, the Fourth Circuit and Fifth Circuits have applied a strict interpretation of the Dilution Act, 
requiring proof of actual dilution as a prerequisite for relief The Second Circuit is willing to rely on circumstantial 
evidence of dilution. The Seventh Circuit has taken the position that actual proof of dilution would present plaintiffs 
with an “impossible level of proof.” See Jerome Gilson and Anne Gilson LaLonde, Trademark Protection and 
Practice , vol. 2, § 512(l)(b) (New York: Lexis Publishing, 1974, last update May 2001): 5-312.2 - 5-312.4. 

21 Jerome Gilson and Anne Gilson LaLonde, Trademark Protection and Practice, vol. 2, § 512(l)(c)(ii) (New York: 
Lexis Publishing, 1974), last update May 2001. 

22 Trademark Review Commission Report and Recommendations to USTA President and Board of Directors, 
Trademark Reporter 77 (1987): 375-479, 455. 
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referenced earlier in this paper.) Given the expanded scope of information and meanings 
represented by trademarks today, a trademark can represent many meanings that extend well 
beyond and exist independently from its source and the product that defined its market entry. 
Scholars representing the interests of the trademark owners have argued that the courts should 
consider “maintaining the mark’s communicative clarity in full, not on preserving the power of 
its link to a singly-made good.” 23 This will require courts will need to develop and apply new 
techniques to better understand the meaning of marks (which is critical to understanding their 
distinctiveness) before detennining whether blurring or tamishment to the marks has occurred. 

b. The Courts Afford Trademark Rights Greater Protection than First 

Amendment Rights 

The underlying premise of dilution has always agitated First Amendment scholars and 
created controversy in the courts. There is evidence to show that federal dilution law can be a 
convenient vehicle for controlling content without meeting the usual rigors of a trademark 
analysis. Critics are-asking how trademark owners can be stopped from using anti-dilution 
statutes to prevent the exercise of constitutionally protected speech. 

In Coca Cola v. Gemini Rising, Inc ., 24 an early dilution case decided under the New York 
anti-dilution statute in 1972, the Eastern District of New York recognized the trademark rights of 
the Coca Cola Company in granting it an injunction against the producers of a poster that stated 
“Enjoy Cocaine” in the same stylized script used by Coca Cola in its advertising. In feet. Coca 
Cola had historically used a derivative of coca leaves in its beverage prior to 1906. The ant- 
dilution laws were used to protect the Coca Cola Company’s trademark interests from a negative 
association even when the negative association was imbued with an element of truth. 



23 Jerre B. Swann, Sr., “Dilution Redefined for the Year 2000,” Houston Law Review 37 (2000): 729-774, 772. 

24 Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 1193 (E.D.N.Y. 1972). 
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The Eighth Circuit demonstrated its choice of trademark property law over free speech in 
Mutual of Omaha Ins. Co. v. Nova) 25 This 1987 case involved defendant’s use of “Mutant of 
Omaha” together with a graphic of an emaciated human head with a feather headdress on a 
variety of merchandise promoted and sold via exhibitions, fairs, television and print media. As 
additional commentary, the defendants also imprinted the words “Nuclear Holocaust Insurance” 
on T-shirts originally marketed with the other slogan and graphic. The Court rejected all 
consideration of a First Amendment defense on the grounds that there were alternative means not 
prohibited by the injunction by which the defendant could express his views. 

Another case decided by the Eighth Circuit seven years later shows the same indifference 
to First Amendment concerns. In Anheuser-Busch, Inc. v. Balducci Publications 26 a low budget 
tabloid called Snicker featured a parody related to Anheuser-Busch’ s halting the manufacture of 
its beer for some time due to the contamination of its water supply by a rupture in a Shell Oil 
pipeline. The Spring 1989 issue of Snicker featured a bogus advertisement on its back cover that 
included a combination of photos and words about a beer named “Michelob Oily.” 27 The ad 
showed a hand holding a can of beer with an oil spout that was overflowing oil onto a fish. In a 
parody of the Anheuser-Busch slogan “One drink and you’ll drink it dry,” the ad featured the 
slogan “One taste and you’ll drink it oily.” 28 Other elements of the ad included a Shell Oil logo 
at the bottom of the ad and an Anheuser Busch Eagle logo that showed the eagle covered in oil 
exclaiming “Yuck.” 29 The following statement appeared at the bottom of the bogus ad: “At the 
rate it’s being dumped into our oceans, lakes and rivers, you’ll drink it oily sooner or later 
anyway.” In an effort to clarify the nature of the ad, the ad included the following disclaimer in 



25 

26 

27 

28 
29 



Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397 (8 th Cir. 1987). 
Anheuser-Busch, Inc. v. Balducci Publications, 28 F.3d 769 (8 th Cir. 1994). 
Ibid., at 722. 

Ibid. 

Ibid. 
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the right margin: “Snicker Magazine Editorial by Rich Balducci, Art by Eugene Ruble.” 30 The 
Court first analyzed whether the similarity between the bogus ad (labeled by the tabloid as an 
“editorial”) and a real Michelob ad were sufficiently similar to create a likelihood of confusion. 
Finding this to be the case, the Court then determined that the trademark law’s objective of 
avoiding consumer confusion outweighed any social commentary that the Snicker tabloid sought 
to express. 31 

The Supreme Court’s holding in Lloyd Corp. v. Tanner 32 that the owner of real property 

is entitled to exclude picketers from such property has been improperly relied upon as precedent 

in trademark free speech cases. The analogy opens the door to the concept that regulating the 

content of expression is no more than a regulation of the time, place and manner in which it is 

communicated. In an article foreshadowing the First Amendment issues that would arise more 

visibly in the late 1990’s, Robert Denicola noted the constitutional concerns inherent in the 

notion of trademark misappropriation in the absence of likelihood of confusion. He commented: 

The danger in utilizing a property conception of trademark. . .goes beyond its 
inadequacies as a descriptive theory. When adopted, it inevitable assumes a 
normative role, producing a mode of analysis incapable of transcending doctrine, 
thus precluding a rational consideration of competing social, economic, and 
occasionally, constitutional, interests. 33 



A 1987 case that demonstrates the Supreme Court’s willingness to privilege trademark 
ownership over First Amendment rights based on the questionable time, place and manner 
analogy is San Francisco Arts & Athletics, Inc. v. United States Olympic Committee , 34 The case 
arose when the U.S. Olympic Committee (USOC) sought to stop a gay advocacy group from 



30 Ibid. 

31 Ibid, at 777. 

32 Lloyd Corp. v. Tanner, 407 U.S. 551 (1972). 

33 Robert C. Denicola, ‘Trademarks as Speech: Constitutional Implications of the Emerging Rationales for the 
Protection ofTrade Symbols,” Wisonsin Law Review ( 1982): 158, 165. 

34 San Francisco Arts & Athletics, Inc. v. United States Olympic Committee, 483 U.S. 522 (1987). 
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sponsoring the “gay Olympic games.” The USOC relied upon the Amateur Sports Act, a statute 
that grants the USOC the exclusive right to use the name “United States Olympic Committee”, 
the Olympic symbol with interlocking rings, the words “Olympic”, “Olympiad” and “Citius 
Altius Fortius” or any combination of these marks in a way that would “tend to cause confusion 
or mistake, to deceive, or to falsely suggest a connection with the [USOC] or any Olympic 
activity .” 35 The Supreme Court upheld the trademark rights of the USOC and enjoined the 
advocacy group’s use of the word “Olympic.” In response to the advocacy group’s First 
Amendment claims, the Supreme Court argued that prohibiting use of the word “Olympic” in the 
name “gay Olympic games” would not prevent the advocacy group from expressing a political 
statement about the status of homosexuals in society because the statute only restricted the 
manner in which the message was delivered , 36 

Justice Brennan wrote a sharp dissent in which he argued that the restriction the majority 
placed on use of the word “Olympic” was a restriction on the content of the message and not 
merely a limitation on the time, place and manner in which the message was communicated. The 
advocacy group’s objective was “to promote a realistic image of homosexual men and women 
that would help them move into the mainstream of their communities ” 37 and the injunction 
prevented use of a word (“Olympic”) for which there was no adequate substitute. Brennan took 
his position a step further and posited that the First Amendment affords protection for speech 
broader than a mere translation since a translation would never be able to fully express the 
original. He offers an explanation of how words constitute a combination of mixed fact and value 

-10 

that make it impossible to reduce them to other terms or substitute definitions. 



35 Amateur Sports Act, 36 U.S.C. 380 § 1 10 (1994). 

36 San Francisco Arts & Athletics, Inc. at 535-542. 

37 Ibid, at 569. 

38 Ibid, at 569 and 570, no. 33. 
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The Supreme Court s opinion in the San Francisco Arts & Athletics case is inconsistent 
with its earlier 1971 opinion in Cohen v. California 39 in which it recognized that restricting the 
use of certain words raised a risk of censoring expressive content. The case involved the free 
speech rights of an individual who was arrested for wearing a jacket bearing the phrase “Fuck the 
draft.” In a 6-3 ruling recognizing that this was conduct that qualified as speech. Justice John 
Marshall Harlan held: 

We cannot indulge the facile assumption that one can forbid particular words 
without also running a substantial risk of suppressing ideas in the process. 

Indeed, governments might soon seize upon the censorship of particular words as 
a convenient guise for banning the expression of unpopular views. We have been 
able. . .to discern little social benefit that might result from running the risk of 
opening the door to such grave results. 40 

As noted earlier in this paper, commercial symbols or trademarks have become tightly 
knit into the fabric of our culture and are increasingly used in public discourse and 
communication. A number of legal scholars have addressed the importance of allowing 
trademark words and symbols to be used by non-trademark owners without fear of censorship of 
content. In 1993, Alex Kozinski aptly captured the growing importance of trademarks as a 
means of expressive communication when he observed the following: “. . .trademarks are the 
emerging lingua franca: with a sufficient command of these terms, one can make oneself 
understood the world over.” 41 More recently, Keith Aoki argued: ‘Trademarks, as language, 
properly belong to the people, and just as words are not interchangeable, one symbol is not 
interchangeable with another, or with a collection of words.” 42 Aoki asserts that the use of 



39 Cohen v. California, 403 U.S. 15 (1971). 

40 Ibid, at 26. 

41 Alex Kozinski, ‘Trademarks Unplugged,” New York University Law Review 68 (1993): 960, 977. 

42 Aoki, 542. 
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trademarks in communications should be permitted if the trademark is “an integral part of the 
message being conveyed.” 43 

The solution for the courts is to adopt a balancing approach that equally considers the 
constitutional rights of free speech under the First Amendment and property and due process 
concerns under the Fifth Amendment. Two important cases reflect this approach. Both resulted 
in a refusal to enjoin the trademark speech at issue. 

In a case involving a risque parody of the L.L. Bean catalog, the well-respected catalog 
company sought a temporary restraining order in 1984 to remove a two-page article from 
circulation in High Society, a monthly publication featuring adult erotic entertainment. The 
article was entitled “L.L. Beam’s Back-to-School-Sex-Catalog.” L.L. Bean objected to the 
presentation of a facsimile of its trademark in the article alongside nude models in sexually 
explicit poses using certain crudely described “products.” The First Circuit staunchly refused to 
apply Maine’s anti-dilution statute against the noncommercial parody of L.L. Bean’s trademark 
on the grounds that “trademark rights do not entitle the owner to quash an unauthorized use of 
the mark by another who is communicating ideas or expressing points of view.” Since the 
magazine used the L.L. Bean mark solely to identify the object of a parody and not to identify or 
market goods or services, Drake Publisher’s First Amendment rights would be violated if the 
temporary restraining order was granted This well-reasoned decision provides that the First 
Amendment rights cannot be summarily dismissed because a trademark owner asserts that its 
property rights supersede free speech rights. 

Another case that demonstrates recognition of the importance of balancing First 
Amendment concerns when the trademark is used in the expression of ideas is Lucasfilm Ltd. v. 

43 Ibid. 

44 L.L. Bean, Inc. v. Drake Publishers, Inc., 81 1 F.2d 26, 29 (I s * Cir. 1987), citing Lucasfilm Ltd. v. High Frontier, 
622 F. Supp. 931, 933-935 (D.D.C. 1985)). 
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High Frontier.* 5 The Lucasfilm production company brought an action before The U.S. District 
Court for the District of Columbia seeking to bar the use of its STAR WARS trademark in 
television advertisements by various public interest groups. The advertisements expressed 
different views relative to the Reagan administration’s “Strategic Defense Initiative.” Lucasfilm 
presented three rationales for relief to the court including likelihood of confusion, dilution and 
misappropriation. The court rejected all three based on its assessment that a trademark’s limited 
property rights did not encompass the right to prohibit the use of protected words in all contexts. 
In concluding that the use of STAR WARS in the ads was protected expression, the Court cited 
the fact that the sole activity was the communication of ideas by the public interest groups and 
courts “cannot regulate the type of descriptive, non-trade use involved here without becoming 
the monitors of the spoken or written English language.” 46 Moreover, the opinion recognized 
that even if Lucasfilm had evidence to support likelihood of confusion or dilution by weakening 
the strength of the mark, “[I]t would be wholly unrealistic and unfair to allow the owner of a 
mark to interfere in the give-and-take of normal political discourse.” 47 

Another example of the balancing approach is the Second Circuit’s decision in a parody 
case decided in 1989, Cliffs Notes, Inc. v. Bantam Doubleday Dell Publishing Group, Inc. 48 
P laintiff , Cliffs Notes, filed a claim based on state dilution to enjoin defendant. Doubleday, from 
pub lishin g a parody called “Spy Notes.” The Second Circuit argued that it was unlikely that a 
consumer would believe that Cliffs Notes published “Spy Notes” as a study guide and held in 
favor of Doubleday. In balancing the First Amendment and potential consumer confusion, the 
court concluded that the public’s rights of free expression prevailed. 



43 Lucasfilm Ltd. v. High Frontier , 622 F. Supp. 931 (D.D.C. 1985). 

46 Ibid, at 935. 

47 Ibid. 

48 Cliffs Notes, Inc. v. Bantam Doubleday Dell Publishing Group. Inc., 886 F.2d 490 (2d Cir. 1 989). 
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Parody and the First Amendment Under the Federal Trademark Dilution Act 

Clashes between trademark owners and thQse who use trademarks in parodies are 
inevitable. The trademark owners respond frequently with legal actions because they are 
concerned that the public will believe the point of the parody as presented. The parodists feel 
entitled to share with the public their expression of a spoof on a trademark owner or trademark 
itself. 



Under the Federal Trademark Dilution Act, an aggrieved trademark owner can 
successfully establish a case against a parodist by showing three elements: 1) the trademark at 
issue is a famous mark, 2) defendant has used the trademark in a commercial manner in 
commerce, and 3) the defendant has caused dilution of the mark (reducing the value of the 
trademark by undermining its selling power through tamishment, blurring and diminishment). 

All three of these elements leave considerable room for interpretation. With regard to the 
first, a parody can involve editorial or artistic messages and fell wi thin the realm of commercial 
speech. There is a strong concern that corporate trademark owners are exerting heavy pressure 
on the courts to exploit the Lanham Act in preventing legitimate parodies and satirical comments 
on their trademark assets. This is especially an issue if the parody is of the trademark itself, 
parodies contribute to the pool of free speech by providing entertainment plus social 
commentary. 49 

Several parody cases decided since the enactment of the new Federal dilution act 
illustrate the range of opinions being rendered by the lower courts with regard to the 
interpretation of the dilution cause of action and the application of First Amendment principles. 
These include the following: 



49 See Natalie A. Dopson, “The Federal Trademark Dilution Act and Its Effect on Parody: No Laughing Matter,” 
Journal of Intellectual Property Law Association 5 (Spring 1998): 539. 
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• Charles Atlas, Ltd. v. DC Comics, Inc., 1 12 F. Supp. 2d 330 (S.D.N.Y. 2000) 50 - 
Comic book manufacturer published a parody of the Charles Atlas advertisment for 
bodybuilding courses. The parody consisted of a comic strip story entitled “the Insult 
that Made a Man out of Mac.” The Court held that the comic strip parody did not 
dilute Plaintiff s trademark rights in the advertisement because the parody was 
protected by the First Amendment. 

• Mattel, Inc. v. MCA Records, Inc., 28 F.Supp. 2d 1 120 (C.D. Cal 1998) 51 - A musical 
group’s song entitled Barbie Girl did not dilute plaintiffs BARBIE mark because it 
falls within the non-commercial use exception of the statute. 

• Elvis Presley Enters., Inc. v. Capece, 950 F. Supp. 783 (S.D. Tex. 1996) 52 - The 
trademark ELVIS and ELVIS PRESLEY were used by THE VELVET ELVIS bar 
and restaurant lounge in Texas. Its decor displayed paintings of nude women in 
explicit poses. The plaintiff unsuccessfully argued dilution by tamishment. In 
holding that no tamishment existed, the court stated: “[T]he nude pictures and the 
bar’s intentional tackiness are an obvious part of the parody and are associated, to the 
extent any association is made, for purposes of the parody only, rather than for 
creating a permanent derogatory connection in the public’s mind between the two 
businesses.” 53 




50 Charles Atlas, Ltd. v. DC Comics, Inc., 1 12 F. Supp. 2d 330 (S.D.N.Y. 2000). 
3 * Mattel, Inc. v. MCA Records, Inc., 28 F.Supp. 2d 1 120 (C.D. Cal 1998). 

32 Elvis Presley Enters., Inc. v. Capece, 950 F. Supp. 783 (S.D. Tex. 1996). 

33 Ibid, at 799. 



21 25 



Trademarks and the First Amendment: 

The Anatomy of a Conflict 

• American Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp.2d 727 (D. Minn 
1998) - Dairy Queen has filed an action for dilution by tarnishment against New 
Line’s use of “Dairy Queens” for a film that contains off-color humor and content. 

The court held that Dairy Queen is likely to prevail on its claim. Even thought the 
film s expressive content might be noncommercial, the film title is predominantly 
commercial, being used to market , advertise or identify the film Therefore, the 
noncommercial use exception of the Dilution Act does not apply. The First 
Amendment is not a bar to injunctive relief because New Line has alternative avenues 
for expressing its idea. 

• Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 924 F. Supp. 1559 (S.D. Cal. 
1996), aff'd, 109 F.3d 1394 (9 th Cir. 1997) 55 — The publisher of the well-known 
children’s books brought a dilution action against the publisher, authors and 
illustrators of The Cat Not in the Hat! A Parody by Dr. Juice. , The parody was based 
on the O.J. Simpson scandal and its creators argued that it was not covered by the 
Federal Trademark Dilution Act because the use of the trademarks was non- 
commercial. The Court agreed, holding that the parody was exempt under the 
exception in the Dilution Act for noncommercial, expressive uses (15 U.S.C. § 1 125 
(c) (4)(B)). The court stated: “. . .the First Amendment would apply to this use of the 
trademarks at issue, and that as an expressive use, this use is exempt from the reach of 
the Federal Trademark Dilution Act.” 56 

54 American Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp.2d 727 (D. Minn. 1998). 

55 Dr. Seuss Enterprises, LP. v. Penguin Books USA, Inc., 924 F. Supp. 1559 (S.D. Cal. 1996), afTd 109 F 3d 1394 

(9 th Cir. 1997) 

56 Ibid, at 1574. 
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In a recent conference presentation, a recognized lawyer and scholar on the subject of 
dilution, Miles Alexander, acknowledged the inherent issues in interpreting the statute and stated 
that it “may not be a panacea for trademark owners.” 57 
First Amendment Rights to Use Cultural Icons 

An argument has been raised that the rights in “cultural icons” should be preempted by 
First Amendment rights. One law student author, Steven Cordero, has taken this position with 
regard to trademarks that rise to the level of cultural icons (i.e., COCA-COLA and BARBIE) and 
legendary celebrities such as ELVIS PRESLEY. 58 Another author, Douglas Ellis, focused on the 
need for society to “synthesize and criticize its shared cultural symbols and signifiers.” 59 
Why is Corporate America Implicated ? 

There is a consensus by scholars writing on the topic of trademarks and the First 
Amendment that when the law “protects the exclusive right of trademark owners at the expense 
of the non-owners, there will be an increasingly smaller group of individuals or corporations 
dictating how self is constructed.” 60 The common understanding of language and parameters of 
cognitive concepts will often be determined within the frameworks of the Trademark Manifests 
that have become part of the consciousness of society (see discussion of Trademark Manifests at 
pages 5-7, infra.). This increasingly commercial culture will be heavily influenced by those who 
have the financial ability to legally control words and symbols. Rosemary Coombe has summarized 
this by stating that anti-dilution laws are “the perfect tool for corporate overreaching” when applied to 

57 Miles J. Alexander and James M. Amend, “Recent Cases Under the Federal Dilution Act: Dilution Law in 
Development, An Unfinished Portrait,” Unpublished Manuscript, distributed at International Trademark Association 
Mid-year Meeting, Naples, Florida (November 9, 2001): 5. 

58 See Steven M. Cordero, “Cocaine-Cola, the Velvet Elvis, and Anti-Barbie: Defending the Trademark and 
Publicity Rights to Cultural Icons,” Fordham Intellectual Property, Media and Entertainment Law Journal 8 (1998): 
599. 

59 Douglas E. Ellis, ‘The Right of Publicity and the First Amendment: A Comment on Why Celebrity Parodies are 
Fair Game for Fair Use,” University of Cincinnati Law Review 64 (1996): 575. 

60 Aoki, 546. 
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“preclude the use of a trademark in noncompeting contexts in ways that have no potential to 
confuse consumers .” 61 In a similar disturbing conclusion, another commentator notes: 

“pjncreasingly, the only institute that is allowed to impregnate text with meaning is Corporate 
America .” 62 

This suggests that the courts, legal scholars and the public should be sensitive to the need 
to diligently defend free speech values in a society increasingly focused on the commercial 
symbols - symbols that may be overly protected by means of a new trademark dilution law that 
allows the control of content in a manner not previously possible. 




61 Rosemary J. Coombe, “Authorial Cartographies: Mapping Proprietary Borders in a Less-Than-Brave New 
World,” Stanford Law Review 48 (1996): 1357, 1366. 

62 Aoki, 546. 



24 



28 



Trademarks and the First Amendment: 
The Anatomy of a Conflict 



BIBLIOGRAPHY 



Periodicals, Books 

Alexander, Miles J. and James M. Amend, “Recent Cases Under the Federal Dilution Act: 
Dilution Law in Development, An Unfinished Portrait.” Unpublished Manuscript, 
distributed at International Trademark Association Mid-year Meeting, Naples, Florida 
(November 9, 2001): 5. 

Aoki,Keith. “Using Law and Identity to Script Cultural Production: How the World Dreams 
Itself to be American: Reflections on the Relationship Between the Expanding Scope of 
Trademark Protection and Free Speech Norms.” Loyola of Los Angeles Entertainment 
Law Journal 17 (1997) 523-547, 536. 

Boyle, James.“The Constitution Under Clinton: A Critical Assessment: The First Amendment 

and Cyberspace: The Clinton Years.” Law and Contemporary Problems 63 (2000): 337. 

Brown, Jr., Ralph S. “Advertising and the Public Interest: Legal Protection of Trade Symbols.” 
Yale Law Journal 108 (1948): 1165 -1215, 1187. 

Coombe, Rosemary J. “Authorial Cartographies: Mapping Proprietary Borders in a Less-Than- 
Brave New World.” Stanford Law Review 48 (1996): 1357,1366. 

Cordero, Steven M. “Cocaine-Cola, the Velvet Elvis, and Anti-Barbie: Defending the 

Trademark and Publicity Rights to Cultural Icons.” Fordham Intellectual Property, 

Media and Entertainment Law Journal 8 (1998): 599. 

Denicola, Robert C. “Trademarks as Speech: Constitutional Implications of the Emerging 

Rationales for the Protection of Trade Symbols.” Wisonsin Law Review (1982): 158, 165. 

Dopson, Natalie A. ‘The Federal Trademark Dilution Act and Its Effect on Parody: No 

Laughing Matter.” Journal of Intellectual Property Law Association 5 (Spring 1998): 
539. 



Ellis, Douglas E. “The Right of Publicity and the First Amendment: A Comment on Why 

Celebrity Parodies are Fair Game for Fair Use.” University of Cincinnati Law Review 64 
(1996): 575. 

Hogue, Jennifer. “Johnson & Johnson’s Tylenol.” (Spring 2001); par. 3. Available from 
http ://iml . i ou . ufl . edu/proi ects/S pringQ 1 /Hogue/tvlenol . ht ml : Internet; accessed 25 
October 2000. 




Jaffe, Sam. “Do Pepsi and Gatorade Mix?’ Business Week Online (August 14, 2001); par. 3. 
Available from 

http://www.businessweek.com:/print/bwdaily/dnflash/aug. . ./n£2000 108 14_156.htm; 
Internet, Accessed 25 October 2001; 



25 29 



Trademarks and the First Amendment: 
The Anatomy of a Conflict 



Kaplan, Tamara. “The Tylenol Crisis: How Effective Public Relations Saved Johnson & 
Johnson.” The Pennsylvania State University (1998); par. 45. Available from 
htt pV/vvww.personal.psu.edu/users/vv/x/vvxkl 16/tvlenol/crisis html - Internet. Accessed 
25 October 2001. 

Klieger, Robert N. “Trademark Dilution: The Whittling Away of the Rational Basis for 

Trademark Protection.” University of Pittsburgh Law Review 58 (1997): 789-866 856- 
857. 

Kozinski, Alex. “Trademarks Unplugged.” New York University Law Review 68 (1993): 960 
977. 

Linde, Richard. “Think Gatorade;” (2001); par. 23. Available from 

http://www.4malamute.com/Think Gatorade.html : Internet. Accessed 25 October 2001. 

Molinaro, Bob. “Gatorade Shower Leaves Some With Sour Taste,” Pilot Online Sports (January 
19, 2001); par. 1. Available from http://www.pilotonline.com/sports/sp01 ]9molthml ; 
Internet. Accessed 25 October 2001. 

Schechter, Frank I. “Rational Basis of Trademark Protection.” 40 Harvard Law Review 813 
(1927). 

Simonson, Alexander F. “How and When Do Trademarks Dilute: A Behavioral Framework to 

Judge ‘Likelihood of Confusion.” Trademark Reporter 83 (1993): 149-162, 151; quoting 
David A. Aaker, Managing Brand Equity (1991), 15. 

Swann, Sr., Jerre B. “Dilution Redefined for the Year 2000.” Houston Law Review 37 (2000): 
729-774, 772. 

Swann, Sr. Jerre B. and David A. Aaker and Matt Reback, “Trademarks and Marketing,” 
Trademark Reporter 91 (July/August 2001): 787-832, 796. 

Trademark Review Commission Report and Recommendations to USTA President and Board of 
Directors, Trademark Reporter 11 (1987): 375-479, 455. 



Cases 

American Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp.2d 727 (D. Minn. 1998). 

Anheuser-Busch, Inc. v. Balducci Publications, 28 F.3d 769 (8 th Cir. 1994). 

Charles Atlas, Ltd. v. DC Comics, Inc., 112 F. Supp. 2d 330 (S.D.N.Y. 2000). 

Cliffs Notes, Inc. v. Bantam Doubleday Dell Publishing Group, Inc., 886 F.2d 490 (2d Cir. 
1989). 

0 

ERIC 



26 



30 



Trademarks and the First Amendment: 
The Anatomy of a Conflict 



Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183, 1193 (E.D.N.Y. 1972). 

Cohen v. California, 403 U.S. 15 (1971). 

Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 924 F. Supp. 1559 (S D Cal 1996) 
aff’d, 109 F.3d 1394 (9 th Cir. 1997). 

Elvis Presley Enters., Inc. v. Capece, 950 F. Supp. 783 (S.D. Tex. 1996). 

Lloyd Corp. v. Tanner, 407 U.S. 551 (1972). 

L.L. Bean, Inc. v. Drake Publishers, Inc., 81 1 F.2d 26, 29 (1 st Cir. 1987. 

Lucasfilm Ltd v. High Frontier, 622 F. Supp. 931 (D.D.C. 1985). 

Mattel, Inc. v. MCA Records, Inc., 28 F.Supp. 2d 1120 (C.D. Cal 1998). 

Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 205 (1942). 

Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397 (8 th Cir. 1987). 

San Francisco Arts & Athletics, Inc. v. United States Olympic Committee, 483 U.S. 522 (1987). 
Legislation 

Amateur Sports Act, 36 U.S.C. 380 § 110 (1994). 

33 Statutes at Large (1905), 15 U.S.C.A. § 85 (1927). 

Trademark Act of 1946, 15 U.S.C. §§ 1051-1127. 

Trademark Act of 1946, 15 U.S.C. §§ 1 125 (c) - 1 125(c) (as amended). 

Trade-Mark Act of February 20, 1905, as amended by the Acts of January 8, 1913 and March 19, 
1920. 

Treatise 

Gilson, Jerome and Anne Gilson LaLonde. Trademark Protection and Practice, vol. 2, 

§§ 512(l)(b) - 512(l)(c)(u) (New York: Lexis Publishing, 1974, last update May 2001): 
5-312.2-5-312.4. 




27 



Exit Polls and Other Bad Habits: 




An Analysis of First Amendment Considerations 
Concerning Policy Recommendations 
to Control or Prohibit Media Election Forecasts 



By 

Niels Marslev 

Graduate Student & Associate Director of the Cactus State Poll 



Walter Cronkite School of Journalism and Mass Communication 
Arizona State University 
PO Box 871308, Tempe, AZ 85287-1305 
Department phone (480) 965-501 1 
Department fax (480) 965-7041 
marslev@asu.edu 




32 



Abstract 



Niels Marslev, Arizona State University, “Exit Polls and Other Bad Habits: An Analysis of First 
Amendment Considerations Concerning Policy Recommendations to Control or Prohibit Media 
Election Forecasts.” 



Following the media debacle on Election Night 2000, the National Commission on Federal 
Election Reform recommended that exit polling and early projections be discouraged or 
restricted. Existing jurisprudence, however, is rather unclear. This paper analyzes the cautious 
recommendations of the Commission primarily in light of First Amendment considerations. The 
author agrees with the recommendations, but also concludes that new restrictions, if challenged, 
would present the Supreme Court with a welcome opportunity to clarify ambiguous areas of 
media law. 
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Exit Polls and Other Bad Habits: An Analysis of First Amendment Considerations 

Concerning Policy Recommendations to Control or Prohibit Media Election Forecasts 

Background 

In February of 2001, television network executives vowed before a congressional 
investigative hearing to make changes in their election night coverage. This solemn promise, of 
course, followed the infamous media debacle on Election Night 2000 — still sufficiently fresh in 
memory to spare rehashing. As had been the case in previous network statements, the promises 
were few and rather vague, but the network execs did reach agreement on one thing: They will 
not again call a state in future presidential elections before all the polls in that state have closed. 1 
One concession many observers had hoped for, however, was not granted. None of the networks 
promised to abstain from using the Voter News Service [VNS] compilation of exit polls, nor, of 
course, from relying on election forecasts altogether. 2 

In the absence of such voluntary abstention, is it feasible, then, within the confines of the 
First Amendment, to prohibit or limit media election projections legislatively? This analysis, 
while not attempting to resolve whether media forecasts should be curbed, explores the 
constitutional underpinnings of that intriguing judicial and political quandary. While the focus of 
the analysis is on media forecasts generally, most emphasis will be devoted to the controversial 
practice of exit polling. 



1 Election Night Coverage by the Networks: Hearing Before the House Committee on Energy and Commerce, 1 07 th 
Congress (2001) [hereinafter Hearing ]. 

2 Ted C. Savaglio, the executive director of the Voter News Service, did, however, announce various intentions to 
improve the methods of the VNS exit polls in future elections. See Christopher Sherman, TV execs consider election 
night changes (Week of Sept 4 through 1 0, 200 1 ) <http://ajr.newslink.org/ajrchrisjanO 1 ,html> 
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Exit Polls and Other Bad Habits 



Election forecasting is not of recent origin, nor is the public criticism of its practice. Serious 
objections were first raised in the early 1980s when Ronald Reagan’s landslide victories over 
Jimmy Carter and Walter Mondale were attributed partly to the fact that the networks declared 
him the runaway winner hours before the polls closed in the West. 3 Many were concerned that, 
although Reagan certainly could not have been toppled in either election, the early prediction of 
his victory may have caused voters to pass up their chance to cast ballots for important local races 
and state referenda and initiatives. Whether swift election forecasts based on early tallies or exit 
polls actually have such effects seems to be a matter more of belief than of solid research. 4 

As for Election 2000, at least three prompt studies were performed to estimate whether 
there was a decline in voter participation in the Florida Panhandle, which is in a time zone one 
hour behind the rest of the state. One survey estimated that the early call discouraged slightly 
more Republicans than Democrats from going to the polls. Another study estimated the total 
drop-off at about three percent, again with more Republicans. And a third preliminary estimate 
found that 19,000 Florida voters were “disenfranchised,” a substantial majority of these 
ostensibly being Republican voters. 5 

Until Election 2000, however, the critique of election forecasts — primarily of exit polling — 
appears to have come mainly from disgruntled Democrats and other groups suspecting that the 
release of early projections had harmed their cause. 6 The lack of prior public outcry is 



3 See Lawrence K. Grossman, Exit Polls, Academy Awards, and Presidential Elections , COLUM. JOURNALISM REV., 
May-June 2000, at 70. 

4 See id. \ Michael X. Delli Carpini, Scooping the Voters? The Consequences of the Networks ' Early Call of the 1980 
Presidential Race, 46 J. POL. 866 (1984); J. Ronald Milavsky et al., Early Calls of Election Results: Pros, Cons, and 
Constitutional Considerations, 49 PUB. OPINION Q. 1 (1984); Seymour Sudman, Do Exit Polls Influence Voting 
Behavior?, 50, PUB. OPINION Q. 331 (1986). 

5 Federal Election Practices and Procedures: Hearing before the Senate Comm, on Gov 't Affairs, 1 07 lh Congress 
(2001) (testimony of Daniel B. Perrin, Executive Director, Committee for Honest Politics). 

6 See Warren J. Mitofsky, A Short History of Exit Polls, in POLLING AND PRESIDENTIAL ELECTION COVERAGE 83 
(Paul J. Lavrakas & Jack Holley, eds., 1991). 
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